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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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I )Ex] Responsive to communication(s) filed on 11 December 2003 . 
2a)M This action is FINAL. ' 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayie, 1935 CD. 11 , 453 O.G. 213. 
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4) [X] Claim(s) 49-69 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) Kl Claim(s) 56-69 is/are rejected. 

7) Q Claim(s) is/are objected to. 
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Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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DETAILED ACTION 



Status of the Claims 

1. This action is in response to papers filed 1 1 December 2003 in which claims 56 and 66 
were amended. The amendments have been thoroughly reviewed and entered. 

The previous rejections in the Office Action dated 14 August 2003 under 35 U.S.C. 1 12, 
second paragraph are withdrawn in view of the amendments. The previous rejections under 35 
U.S.C. 103(a) are maintained. All of the arguments have been thoroughly reviewed and are 
discussed below. New grounds for rejection necessitated by amendment are discussed. 

Claims 49-55 are withdrawn from prosecution. 

Claims 56-69 are under prosecution. 



Priority 

Reiterated from previous office action 
2. Applicant's claim for domestic priority under 35 U.S.C. 120 is acknowledged. However, 
the parent applications filed prior to 09/27/1995 upon which priority is claimed fails to 
provide adequate support under 35 U.S.C. 112 for claims 56-69 of this application. The 
instant claims are drawn to an apparatus comprising a printed circuit board, and a fluidic 
system comprising an inlet port, outlet port and optical window. Parent applications filed 
09/09/1994, 07/07/ 1994 and 1 1/01/ 1993 do not disclose these limitations. Therefore, the 
parent applications filed prior to 09/27/1995 do not provide support for the instant claims. 
As such, the effective filing date for the instant claims is 09/27/ 1995. 
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Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

4. Claims 56-69 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claims 56-69 are indefinite in Claim 56 for the recitation "the portion of the flow cell 
orientated toward the biochip" because the recitation lacks proper antecedent basis in the 
claim because the claim does not describe any portion or any orientation of the flow cell. 

It is noted that the specification, page 23, lines 9-11 defines the positional relationship 

between the flow cell and the biochip: 

"A sample chamber 74 is defined by the combination of the flow cell 62, 
the flow cell window 66 and the biochip 60." 

It is suggested that the claim be amended to define the positional relationship as 
described in the specification. 



Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
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skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

6. Claims 56-69 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hollis et 

al. (U.S. Patent No. 5,846,708, filed 23 April 1992) in view of Wilding et al (U.S. Patent No. 

5,726,026, filed 14 November 1994). 

Regarding Claim 56, Hollis et al disclose an apparatus for detection of a biological 

reaction between a sample and an active area of a biochip comprising: a circuit board (Column 

14, lines 49-65), a biochip having an active area disposed on the circuit board, a gel 

permeation layer (Column 21, lines 43-47), and a fluidic system comprising an inlet port and 

an outlet port (Column 14, lines 26-65 and Fig. 18-20). Hollis et al do not disclose their 

apparatus comprises an adhesive that mounts the biochip to the circuit board and they do not 

teach the fluidic system comprises a window. However, Wilding et al teach a similar 

apparatus comprising a biochip and a fluidic system wherein the fluidic system further 

comprises an optical window which facilitates dynamic viewing the contents of the apparatus 

(Column 10, lines 17-28). It would have been obvious to one of ordinary skill in the art at the 

time the claimed invention was made to modify the fluidic system of Hollis et al by 

incorporating a window into the apparatus as taught by Wilding et al for the expected benefit 

of facilitating dynamic viewing the contents of the apparatus as taught by Wilding et al 

(Column 10, lines 17-28). It would have been further obvious to one of ordinary skill in the art 

at the time the claimed invention was made to modify the apparatus of Hollis et al by 

incorporating the adhesive mounting taught by Wilding et al for the expected benefit of 

securely engaging the biochip within the apparatus as taught by Wilding et al (Column 13, 

lines 26-35). 

Hollis et al teach a flow cell as broadly claimed wherein the flow cell connects the inlet 
and outlet ports (Fig. 19) and wherein the flow cell is oriented to define a plane (Column 14, 
lines 26-65). It is noted that he claim requires the flow cell be oriented to define a plane. 
However, the claim does not describe or limit the position, angle, or dimension of the plane. 
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Hence, the orientation of a portion of the flow cell is toward the biochip as claimed. 
Furthermore, Wilding et al teach the flow cell comprising a window wherein the window has a 
planar surface offset from the plane formed by the flow cell i.e. the widow is a transparent 
cover offset from the biochip and flow cell (Column 10, lines 17-28 and Fig. 1, #29). 

Regarding Claim 57, Hollis et al disclose the apparatus wherein the fluidic system is in 
direct contact with the biochip (Column 6, lines 40-41 and Fig. 1-4). 

Regarding Claim 58, Hollis et al disclose the apparatus includes a flow cell (Column 6, 
lines 29-67 and Fig. 1-4). 

Regarding Claim 59, Hollis et al disclose the apparatus wherein the flow cell 
substantially surrounds the active area of the biochip (Column 6, lines 29-67 and Fig. 1-4). 

Regarding Claim 60, Wilding et al teach their similar apparatus wherein the optical 
window is a ports window i.e. the ports (# 14 & #16) traverse the window (#29) (see Fig. 1). 

Regarding Claim 61, Hollis et al disclose the apparatus wherein the flow cell has a 
defined volume i.e. flow cells of defined size also have defined volume (Column 15, lines 12-37). 

Regarding Claim 62, Hollis et al disclose the apparatus wherein the flow cell has a 
defined volume i.e. flow cells of defined size also have defined volume (Column 15, lines 12-37) 
but they are silent regarding the volume of the flow cell. However, Wilding et al teach the 
similar apparatus wherein the flow cell has a defined volume from substantially 5 to 10 pi 
(Column 16, lines 9-12) wherein samples having a very small are efficiently analyzed (Column 
3, lines 12-65). It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to apply the pi volumes taught by Wilding et al to the apparatus 
of Hollis et al for the expected benefit of efficiently and rapidly analyzing sample of very small 
size as taught by Wilding et al (Column 3, lines 12-65). 

Regarding Claims 63 and 64, Hollis et al disclose the apparatus comprising an outlet 
port whereby fluid is transferred out of the apparatus (see right side of Fig. 19) but they are 
silent regarding a reservoir attached to the outlet. However, Wilding et al teach the similar 
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apparatus wherein a reservoir (i.e. a receptacle of adequate capacity) is attached to the outlet 
whereby sample and reaction products are safely contained for disposal (Column 19, lines 48- 
54). It would have been obvious to one of ordinary skill in the art at the time the claimed 
invention was made to apply the reservoir (e.g. tube) of Wilding et al to the outlet port of Hollis 
et al for the expected benefit of safely containing fluids to be disposed as taught by Wilding et 
al (Column 19, lines 48-54). 

Regarding Claim 65, Wilding et al teach their waste reservoir is appropriately sized to 
contain fluids (Column 19, lines 48-54) which clearly suggests that the reservoir is 
expandable /changeable to accommodate various samples. It would have been obvious to one 
of ordinary skill in the art at the time the claimed invention was made to modify the reservoirs 
of Hollis et al and Wilding et al as suggested by the Wilding et al and to provide an expandable 
waste reservoir to thereby accommodate various size samples and reagent volumes (Column 
19, lines 48-54). 

Regarding Claim 66, Hollis et al. do not teach the circuit board is a PCMCIA board. 
However, The courts have stated that the greater the physical similarities between the claimed 
species and any species disclosed in the prior art, the greater the expectation that the claimed 
subject matter will function in an equivalent manner (see Dillon, 99 F.2d at 696, 16 USPQ2d at 
1904). Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to modify circuit board of Hollis et al. with the claimed PCMCIA 
board based on the functional and physical similarities between the PCMCIA board and circuit 
board of Hollis et al. 

Regarding Claim 67, Hollis et al disclose the circuit board further including wires 
connecting the biochip to the circuit board (Column 4, lines 23-31 and Fig, 1). 

Regarding Claim 68, Hollis et al. disclose the circuit board wherein the wires are 
embedded in a protective material i.e. semiconductor or dielectric material (Column 14, lines 
42-48). 
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Regarding Claim 69, Hollis et al disclose the apparatus comprising a fluidic system 
comprising an inlet port and an outlet port (Column 14, lines 26-65 and Fig. 18-20) but they 
do not teach the apparatus further comprises a window. However, Wilding et al teach their 
similar apparatus comprising a fluidic system wherein the fluidic system further comprises an 
optical window having a planar bottom surface parallel to the upper surface of the biochip 
wherein the inlet and outlet ports are above the upper surface of the biochip (Fig. 1). Wilding 
et al further teach that the arrangement of their apparatus facilitates dynamic viewing of the 
contents of the apparatus (Column 10, lines 17-28). It would have been obvious to one of 
ordinary skill in the art at the time the claimed invention was made to modify the apparatus of 
Hollis et al by incorporating the optical window and surface inlet and outlet ports as taught by 
Wilding et al for the expected benefits of facilitating dynamic viewing the contents of the 
apparatus as taught by Wilding et al (Column 10, lines 17-28). 

Response to Arguments 
7. Applicant argues that neither Hollis nor Wilding teach or suggest the claims as 
amended. The arguments have been considered but are not found persuasive because as 
stated above, Hollis et al teach a flow cell as broadly claimed wherein the flow cell connect the 
inlet and outlet ports (Fig. 19) and wherein the flow cell is oriented to define a plane (Column 
14, lines 26-65). It is noted that he claim requires the flow cell be oriented to define a plane. 
However, the claim does not describe or limit the position, angle, or dimension of the plane. 
Hence, the orientation of a portion of the flow cell is toward the biochip as claimed. 
Furthermore, Wilding et al teach the flow cell comprising a window wherein the window has a 
planar surface offset from the plane formed by the flow cell i.e. the widow is a transparent 
cover offset from the biochip and flow cell (Column 10, lines 17-28 and Fig. 1, #29). 
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8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



Conclusion 

9. No claim is allowed. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BJ Forman whose telephone number is (571) 272-0741. The 
examiner can normally be reached on 6:00 TO 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (571) 272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




BJ Forman, Ph.D. 
Primary Examiner 
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March 23, 2004 



